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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 14 August 2006 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-17 and 20-24 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IS Claim (s) 1-17. 20-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

2. Claims 1 , 2, 4,5,13,24 rejected under 35 U.S.C. 102(b) as being anticipated by Manor 
etal.-5.807, 161. 

Manor discloses a pad for attaching an abrasive article to a sanding tool 
comprising a supporting layer having a backing material (17) of flexible material (col. 8, 
lines 50-58), some of these materials such as wood would have warpage in water, the 
backing material (17) completely surrounded by a moisture barrier (12) (Fig. 5 and col. 
8, lines 61-67), a hook type attachment layer (14) for attaching to abrasive article, 
wherein the moisture barrier comprises polyurethane, which is the same material used 
in claimed invention and therefore would provide the same characteristics, such as 
barring moisture. The pad also has an opposite side for attachment to another object. 

Claim Rejections - 35 USC § 103(a) 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 1 02 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

4. Claims 3,6,7-12, 14,15,17,22,23 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Manor, alone. 

Manor discloses a pad for attaching an abrasive article to a sanding tool 
comprising a supporting layer having a backing material (17) of flexible material (col. 8, 
lines 50-58) completely surrounded by a moisture barrier (12) (Fig. 5 and col. 8, lines 
61 -67), a hook type attachment layer (1 4) for attaching to abrasive article, wherein the 
moisture barrier comprises polyurethane, which is the same material used in claimed 
invention and therefore would provide the same characteristics, such as barring 
moisture. The pad also has an opposite side for attachment to another object. Manor 
discloses the layer (1 7) can be of varying thickness. Therefore, the thickness of layer 
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(1 7) can vary and this thickness relative to the barrier layers would change and at times 
it would be obvious that the thickness would be greater than the barrier layers. Manor 
does not disclose the backing material being vulcanized fiber board, the claimed barrier 
layer, the adhesive being a hot melt adhesive, or the barrier being 'coated' onto 
backing. However, Manor discloses using wood, fiberglass, thermoplastics, polymeric 
materials, epoxy, or impregnated canvas materials for the backing material. It would 
have been an obvious design choice to use material of vulcanized fiber board since 
these products would perform equally well and Manor discloses that the thickness can 
be increased or decreased to attain the desired strength and flexibility. Also, examiner 
takes Official Notice of the materials claimed for the barrier are functional equivalents of 
polyurethane in the art and the choice of any would be within the level of ordinary skill. 
In addition, to use a hot melt adhesive would have been an obvious to one of ordinary 
skill in the art at time invention was made since any known adhesive capable of 
performing the necessary attachment would perform equally well as other attaching 
materials. In regard to the 'coating', this is a limitation drawn to a method of making the 
pad which does not further limit the pad structurally. Furthermore, examiner takes 
Official Notice that the way the article was made, whether 'coating the barrier unto the 
backing' or injection molded are functional equivalents in the art and the choice of either 
would be an obvious design expedient and within the level of ordinary skill. In regard to 
claim 15, to have more than one layer or element for barring moisture would have been 
obvious to one of ordinary skill in the art since this would create increased protection. In 
regard to claim 22, the pad of Manor can be attached to 'another' pad such as another 
back-up pad with the attachment components. The number of 'pads' does not provide 
patentably distinct structure. Furthermore, it would have been obvious to one of 
ordinary skill in the art at time invention was made to use a plurality of pads, since it has 
been held that mere duplication of the essential working elements of a device involves 
only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. In addition, 
Manor teaches it is old and well known to use back-up pads and conversion pads in an 
abrasive assembly. (coM, last paragraph). 

5. Claim 6 rejected under 35 U.S.C. 103(a) as being unpatentable over Manor in view of 
Chelsey et al-5,785,784. 

Manor discloses a pad for attaching an abrasive article to a sanding tool 
comprising a supporting layer having a backing material (17) of flexible material (col. 8, 
lines 50-58) completely surrounded by a moisture barrier (12) (Fig. 5 and col. 8, lines 
61-67), a hook type attachment layer (14) for attaching to abrasive article, wherein the 
moisture barrier comprises polyurethane, which is the same material used in claimed 
invention and therefore would provide the same characteristics, such as barring 
moisture. The pad also has an opposite side for attachment to another object. Manor 
does not disclose the adhesive being a hot melt adhesive. However, Chelsey (col. 8, 
line 43) teaches a hot melt adhesive is sufficient bonding for hooking stems to be 
attached to a second major surface. Therefore, it would have been obvious to one of 
ordinary skill in the art at time invention was made, as taught by Chelsey (col. 8, line 43) 
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to use a hot melt adhesive for bonding hooking stems to a second major surface in 
order to securely affix fasteners to backing material. 

6. Claim 16,20 rejected under 35 U.S.C. 103(a) as being unpatentable over Manor in 
view of Edinger-6,394,887. 

Manor discloses a pad for attaching an abrasive article to a sanding tool 
comprising a supporting layer having a backing material (17) of flexible material (col. 8, 
lines 50-58) completely surrounded by a moisture barrier (12) (Fig. 5 and col. 8, lines 
61 -67), a hook type attachment layer (14) for attaching to abrasive article, wherein the 
moisture barrier comprises polyurethane, which is the same material used in claimed 
invention and therefore would provide the same characteristics, such as barring 
moisture. The pad also has an opposite side for attachment to another object. Manor 
does disclose in Fig 2a, the pad having attachment means (1 4) on both sides to attach 
to objects, but does not disclose the pad being without holes. Although, at column 10, 
Manor states any known means can be used to secure back-up pad to a power tool 
(lines 38-44). However, Edinger teaches a pad for attachment to two opposed objects 
without holes. Therefore, it would have been obvious to one of ordinary skill in the art 
at time invention was made to use a pad, such as disclosed by Manor, without holes, as 
taught by Edinger, to have a continuous, uninterrupted attachment surface. In addition, 
to have holes or not, would be an obvious design expedient dependent on working 
parameters. Furthermore, since Manor and Edinger teach attaching the pad without 
holes, this would provide a pad with the backing material fully encapsulated by the 
moisture barrier. 

7. Claim 21 rejected under 35 U.S.C. 103(a) as being unpatentable over Manor in view 
of Edinger-6,394,887 and Chelsey. 

Manor discloses a pad for attaching an abrasive article to a sanding tool 
comprising a supporting layer having a backing material (17) of flexible material (col. 8, 
lines 50-58) completely surrounded by a moisture barrier (12) (Fig. 5 and col. 8, lines 
61 -67), a hook type attachment layer (14) for attaching to abrasive article, wherein the 
moisture barrier comprises polyurethane, which is the same material used in claimed 
invention and therefore would provide the same characteristics, such as barring 
moisture. The pad also has an opposite side for attachment to another object. Manor 
does disclose in Fig 2a, the pad having attachment means (14) on both sides to attach 
to objects, but does not disclose the pad being without holes. Although, at column 10, 
Manor states any known means can be used to secure back-up pad to a power tool 
(lines 38-44). However, Edinger teaches a pad for attachment to two opposed objects 
without holes. Therefore, it would have been obvious to one of ordinary skill in the art 
at time invention was made to use a pad, such as disclosed by Manor, without holes, as 
taught by Edinger, to have a continuous, uninterrupted attachment surface. In addition, 
to have holes or not, would be an obvious design expedient dependent on working 
parameters. Furthermore, since Manor and Edinger teach attaching the pad without 
holes, this would provide a pad with the backing material fully encapsulated by the 
moisture barrier. In addition, Manor does not disclose the adhesive being a hot melt 
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adhesive. However, Chelsey (col. 8, line 43) teaches a hot melt adhesive is sufficient 
bonding for hooking stems to be attached to a second major surface. Therefore, it 
would have been obvious to one of ordinary skill in the art at time invention was made, 
as taught by Chelsey (col. 8, line 43) to use a hot melt adhesive for bonding hooking 
stems to a second major surface in order to securely affix fasteners to backing material. 



Response to Arguments 

Applicant's arguments filed 8-14-06 have been fully considered but they are not 
persuasive. On page Applicant argues that Manor does not disclose a back-up pad and 
is not concerned with warpage. However, what the prior art is concerned with does not 
render the claimed invention patentable. Manor discloses the claimed structural 
limitations and therefore the present invention is not patentably distinct over Manor. 
The pad of Manor can be used as a conversion pad since it has attachment means on 
both sides, one side for an abrasive and the other for a back-up pad. The reference to 
col.9,ll34-37 is not understood in reference to arguing that the plate 1 7 must be rigid. 
The materials used by Manor for the plate and the supporting layer anticipate the 
claimed limitations or are obvious variations. Applicant argues on page 8 that the plate 
(17) of Manor must be rigid. However, Manor says the material of 17 'may' be selected 
form a variety of rigid materials.... A preferred material is polypropylene which is a 
flexible material. The plate would, in part, dictate the flexibility of the pad and therefore, 
the thickness can be decreased to increase flexibility of the plate. In regard to claims 
1 2 and 1 4, these materials are shown by applicant to be functional equivalents. Since 
one of the claimed options is disclosed by Manor, the others in the group are deemed 
functional equivalents. Nothing in Applicant's disclosure suggests that the materials 
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disclosed as functional equivalents are novel. Therefore, these materials are admitted 
prior art known for their equivalent functions. The intended method of making the pad, 
either by injection molding or coating, would be equivalent and obvious design 
expedients. Furthermore, the method of making the pad does not further limit the claim 
structurally. In regard to claim 16, arguments onpage 9, Manor discloses that any 
known attachment means may be used, which would include not using holes, if known, 
which is known as shown by Edinger. Applicant does not argue the combination but 
rather that Manor teaches using holes for attachment. Edinger is not used to show an 
encapsulated plate but an obvious variation of attachment, therefore Applicant's 
argument is not germane to rejection. In regard to claim 7, materials with similar 
functionality are obvious substitutions for disclosed materials. Therefore, vulcanized 
fiber board would perform functionally similar to thermoplastics, polypropylene, 
impregnated canvas, etc. These are disclosed by Applicant as old and well-known and 
not as novel materials. On page 10, In response to applicant's arguments against the 
references individually, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091 , 
231 USPQ 375 (Fed. Cir. 1986). Edinger is only relied upon to teach a certain 
attachment. This has nothing to do with the plate that Manor already discloses. 
In regard to claim 22, it would have been obvious to use a plurality of pads as discussed 
in the rejection. And, the Applicant points out that Manor teaches it is old and well- 
known to use a back-up pad and conversion pad in an abrasive assembly, and 
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therefore would be obvious to one of ordinary skill in the art. In regard to claim 24, 
wood would warp in water and is flexible depending on thickness and shape. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eileen P. Morgan whose telephone number is 
571 .272.4488. The examiner can normally be reached on Monday-Thursday, 7am- 
3:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Hail can be reached on 571 .272.4485. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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November 1 1 , 2006 




Primary Examiner 



